THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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HEARD: MAY 4, 2000

Before JERRY SM TH, RUGE ERO and LALL, Adnministrative Patent
Judges.

LALL, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from

the Examner's final rejection® of clains 1 to 3 and 5 to 7.

This is an appeal fromthe last final rejection (paper
no. 38). An anendnent after the final rejection was filed as
paper no. 40 canceling claim 19, and was approved for entry
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The invention is related to a superconducting wire which
conprises a netal sheath having a thickness-directional
di rension and a plurality of superconductors independently
distributed in the netal sheath in the thickness direction.
The thickness-directional dinension of each of the
superconductors is not nore than 5% of the thickness-
directional outside dinmension of the netal sheath. The
superconductors are bi snuth oxi de superconductors having
conponents of Bi-Sr-Ca-Cu-O or (Bi, Pb)-Sr-Ca-Cu-O The
invention includes an organic material provided to cover the
nmetal sheath. The invention is further illustrated by the
foll owi ng claim

1. A superconducting wire conpri sing:

a netal sheath having a thickness-directional dinension;
and

a plurality of superconductors independently distributed
in said netal sheath in said thickness direction

wherein the thickness-directional dinension of each

sai d superconductor is not nore than 5% of the thickness
di rectional outside dinmension of said netal sheath

and wherein said superconductors are bisnuth oxide

super conduct ors havi ng conponents of Bi-Sr-Ca-Cu-0O or

for this appeal (paper no. 41).
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(Bi, Pb)-Sr-Ca-Cu-O
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The Prior Art applied:

U.S. Patent
Schwar t zkopf 5, 053, 384 Cct. 1, 1991
(Filed Mar. 12,
1990)
Eur opean Patent Application
Hagi no et al. (Hagino) 0357779 Mar. 14, 1990
Pat ent Abstracts of Japan
Cchi ai 1-7414 Jan. 11, 1989

Clains 1 to 3 and 5 to 7 stand rejected under 35 U S. C
8§ 103 over Hagi no, Ochiai and Schwart zkopf.

Rat her than repeat the argunents of Appellants and the
Exam ner, we nake reference to the briefs? and the answer for
the respective details thereof.

OPI NI ON

We have considered the rejections advanced by the
Exam ner and the supporting argunents. W have, |ikew se,
reviewed the Appellants’ argunents set forth in the briefs.

It is our viewthat the rejection under 35 U. S. C

A reply brief was filed as paper no. 46 and was
considered wthout any further response by the Exam ner (paper
no. 47).
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8§ 103 over Hagi no, Cchiai and Schwartzkopf is affirnmed with
respect toclains 1 to 3 and 6 to 7, but is reversed with
respect to 5. Accordingly, we affirmin-part.

In rejecting clains under 35 U S.C. 8§ 103, the Exam ner

bears the initial burden of presenting a prima facie case of

obviousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prina facie case of

obvi ousness is established by presenting evidence that the
reference teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto make the proposed conbi nati on or ot her

nmodi fication. See In re Lintner, 458 F.2d 1013, 1016, 173

USPQ 560, 562 (CCPA 1972). Furthernore, the conclusion that

the clained subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that would have | ed that individua
to conmbi ne the rel evant teachings of the references to arrive

at the clained i nventi on. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). Rejections based

on 8§ 103 must rest on a factual basis with these facts being
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interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The Exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968). Qur review ng court has

repeat edly cauti oned agai nst enpl oyi ng hi ndsi ght by using the
Appel l ants' disclosure as a blueprint to reconstruct the
clainmed invention fromthe isolated teachings of the prior

art. See, e.d., Gain Processing Corp. v. American

Mai ze- Products Co., 840 F.2d 902, 907, 5 USP(Rd 1788, 1792

(Fed. Cir. 1988). On the other hand, we are al so gui ded by
t he precedence of our reviewing court that the Iimtations
fromthe disclosure are not to be inported into the cl ai ns.

In re Lundberg, 244 F.2d 543, 548, 113 USPQ 530,

534 (CCPA 1957); In re Queener, 796 F.2d 461, 464, 230 USPQ

438,
440 (Fed. Cir. 1986).

Wth this as background, we analyze the prior art applied
by the Exam ner in the rejection of the clains on appeal.
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Anal ysi s
Al the clainms on appeal, 1 to 3 and 5to 7 are rejected
over Hagino, Cchiai and Schwartzkopf. W now consider the
t hree Appellants-el ected groups (brief, page 3) of clains
bel ow.

Clains 1 to 3 and 6

We take claim 1l as representative of this group.
Appel l ants argue (brief, pages 4 to 8 and reply brief, page 2)
t hat Hagi no does not show the clainmed limtation of “wherein
t he t hickness-directional dinmension of each said
super conductor is not nore than 5% of the thickness
directional outside dinmension of said netal sheath . . . . 7
The Exam ner asserts (answer, pages 5 to 6) that Hagi no does
disclose this |imtation. The Exam ner incorporates (id. 5 a
part of paper no. 28, a prior final rejection, show ng the
cal cul ations which prove the clainmed ratio to be | ess than 5%
Appel  ants have presented (brief, pages 5to 7) a set of their
own calculations in an attenpt to show that Hagi no does not
di sclose the clainmed ratio. |In our view, the Exam ner’s
reasoning is sound and is based on Hagi no’s equation (page 11)
for the “reduction ratio” and “[e] xanple 2" (page 13). In
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exanple 2, clearly, when the two rollings are perforned with a
Hagi no’ s di scl osed reduction ratio of 60% at each pass, one
gets a flat cable of outside thickness of 640 um wherein the
t hi ckness of each superconductor wire is reduced to 20 um
thereby yielding a ratio of 3.125% see figs. 5to 8 This
neets the clained ratio of each superconductor wire to the
out si de thickness of the netal sheath. Therefore, we sustain
t he obvi ousness rejection of claiml1 and its grouped cl ains 2,

3 and 6 over Hagino, Cchiai and Schwart zkopf.
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daimb5

After evaluating the rejection of this claim this claim
the Exam ner’s rel ated response (answer, pages 4 to 6) and
Appel l ants’ related argunents (brief, page 8), we agree with
Appel l ants that the Exam ner has not pointed to any place in
Schwart zkopf or Ochiai where the clainmed ratio for the bisnuth
oxi de superconductors is shown or taught. W are of the view
that the applied prior art does not teach the clained ratio
for such superconductors. Therefore, we do not sustain the
obvi ousness rejection of claimb5 over Hagino, Cchiai and
Schwar t zkopf .

Cdaim?7

This claimadditionally calls for “an organic materi al
covering said netal sheath.” W find that Cchiai teaches the
desirability as well as the application of an organic type
film (see abstract) over the outer surface of a superconductor
to make the superconductor non-perneable to noisture.
Therefore, we agree with the Exam ner that it would have been
obvious to an artisan at the tinme of the invention to coat the
nmet al sheath of the superconductor cable of Hagino with an
organic material as taught by Cchiai. Thus, we sustain the
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rejection of claim?7 over Hagino, Cchiai and Schwartzkopf.
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In summary, we have affirmed the Exam ner’s deci sion of
rejecting under 35 U.S.C. § 103 clains 1 to 3 and 6 to 7, but
reversed with respect to claimb5.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
JOSEPH F. RUGE ERO

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge
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